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23 6 FEDERAL TRADE COMMISSION DECISIONS 

Decision and Order 127 F.T.C. 

IN THE MA TIER OF 

VISX, INC. 
CONSENT ORDER, ETC., IN REGARD TO ALLEGED VIOLATION OF 

SEC. 5 OF THE FEDERAL TRADE COMMISSION ACT 

Docket 9286. Complaint, • March 24, 1998--Decision, Feb. 23, 1999 

This consent order, among other things, prohibits the California-based marketer of 
laser equipment for eye surgery from entering into, enforcing or maintaining any 
contract, agreement, joint venture or other combination with Summit Technology, 
Inc., to fix, maintain or control any price or the terms or conditions associated with 
the purchase, license or use of any product, device or technology that uses a laser 
to perform any medical procedure, including ophthalmic surgery. 

Participants 

For the Commission: Michael McNeely, Veronica Kayne, Chul 
Pak, Dana Abrahamsen, Jeremy Cubert, Joshua Newberg, Jacqueline 
Berman, Beverly Dodson, David von Nirschl, Daniel Ducore, Louis 
Silvia and Curtis Wagner. 

For the respondent: Susan Creighton and Ron Shulman, Wilson, 
Sonsini, Goodrich & Rosati, Palo Alto, CA. and Joseph Simons, 
Rogers & Wells, Washington, D.C. 

DECISION AND ORDER 

The Commission having heretofore issued its complaint charging 
respondent VISX, Inc. ("VISX") with violation of Section 5 of the 
Federal Trade Commission Act, as amended, and VISX having been 
served with a copy of .that complaint, together with a notice ·of 
contemplated relief; and 

VISX, its attorney, and counsel for the Commission having 
thereafter executed an agreement containing a consent order, an 
admission by vrsx of all the jurisdictional facts set forth in 
paragraphs two and three of the complaint, a statement that the 
signing of said agreement is for settlement purposes only and does not 
constitute an admission by VISX that the law has been violated as 
alleged in such comp.laint, or that the facts as alleged in such 
complaint, other than the jurisdictional facts set forth j n paragraphs 
two and three of the complaint, are true and waivers and other 
provisions as required by the Commission's Rules; and 

The Secretary of the Commission having thereafter withdrawn 
this matter from adjudication in accordance with Section 3 .25( c) of 
its Rules; and 

*Complaint previously published-at 127 FTC 208 (1999). 
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The Commission having considered the matter and having 
thereupon accepted the executed consent agreement and placed such 
agreement on the public record for a period of sixty days, and having 
duly considered the comment filed thereafter by interested persons 
pursuant to Section 3.25 of its Rules, now in further conformity with 
the procedure prescribed in Section 3.25(t) of its Rules, the 
Commission hereby makes the following jurisdictional findings and 
enters the following order: 

1. Respondent is a corporation organized, existing, and doing 
business under and by virtue of the laws of Delaware with its office 
and principal place of business located at 3400 Central Expressway, 
Santa Clara, California. 

2. The Federal Trade Commission has jurisdiction of the subject 
matter set forth in Counts I and II of the complaint in this proceeding 
and of the respondent, and the proceeding is in the public interest. 

ORDER 

I. 

It is ordered, That, as used in this order, the following defmitions 
shall apply: 

A. The term "PPP" means Pillar Point Partners, the partnership 
formed between Summit Partner, Inc., and VISX Partner, Inc., on or 
about June 3, 1992. 

B. The term" VJSX'' or "respondent" means VISX, Incorporated, 
its directors, officers, employees, agents, representatives, successors, 
and assigns; its subsidiaries, divisions, groups, partnerships (includ­
ing but not limited to VISX Partner, Inc.) and affiliates controlled·by 
VISX, Incorporated, and the respective directors, officers, employees, 
agents, representatives, successors, and assigns of each. 

C. The term "Summit" means Summit Technology, Inc. , its 
directors, officers, employees, agents, representatives, successors, and 
assigns; its subsidiaries, divisions, groups, partnerships (including but 
not limited to Summit Partner, Inc.) and affiliates controlled by 
Summit Technology, Inc., and the respective directors, officers, 
employees, agents, representatives, successors, and assigns of each. 

D. The term "Commission" means the Federal Trade Commission. 
E. The term "person" means any natural person, corporate entity, 

partnership, association, joint venture, government entity, or trust. 
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F. The term "Formation Agreement" means the agreement 
established in the document entitled "Formation Agreement Dated 
June 3, 1992," which was made and entered into on or about the 3rd 
day of J.une 1992, among Summit Technology, Inc., a Massachusetts 
corporation; VISX, Inc., a Delaware corporation; Summit Partner, 
Inc., a Delaware corporation; and VISX Partner, Inc., a Delaware 
corporation. 

G. The term "General Partnership Agreement" means the 
agreement established in the document entitled "General Partnership 
Agree.ment of Pillar Point Partners Dated June 3, 1992," which was 
made and entered into on or about the 3rd day of June 1992, by and 
between Summit Partner, Inc., a Delaware corporation, and VISX 
Partner Inc., a Delaware corporation. 

H. The term "Per-Procedure Fee" means any payment for the use 
of any product, device, method, patent, intellectual property, or 
technology, which payment depends in any way on the amount of use 
of, including the number of procedures performed using, the product, 
device, method, patent, intellectual property, or technology. 

I. The term "PRK" means photorefractive keratectomy, an excimer 
laser-based form of eye surgery used to correct refraction disorders. 

J. The term "PRK equipment" means any laser or other device that 
could be used in connection with performing PRK. 

K. The term "PPP Patents" means all patents that have been 
contributed to PPP pursuant to Articles 2.3 and 2.4 of the Formation 
Agreement and Article 6.2 of the General Partnership Agreement, and 
all patents that have been contributed to PPP since June 3, 1992. The 
term "PPP Patents" includes but is not limited to all patents listed in 
Schedule A and Schedule B of this order. 

L. The term "Settlement and Dissolution Agreement" means the 
June 4, 1998 Settlement and Dissolution Agreement between Summit 
Technology, Inc. and VISX, Incorporated. The Settlement and 
Dissolution Agreement is appended to this order in redacted form as 
Appendix I. 

II. 

It is further ordered, That respondent, directly or indirectly, or 
through any person or other device, in or in connection with activities 
in or affecting -commerce, as "commerce" is defined in Section 4 of 
the Federal Trade Commission Act, cease -and desist, except as 



VISX, INC. 239 

236 Decision and Order 

provided in paragraph III of this order or in the Settlement and 
Dissolution Agreement, from entering into, adhering to, participating 
in, enforcing or maintaining any contract, agreement, understanding, 
joint venture, pool, partnership, cross-license or other combination 
with Summit: 

A. (1) To fix, construct, stabilize, standardize, raise, maintain, or 
otherwise affect or control any price, royalty or fee for, any aspect of 
any price, royalty or fee for, or the terms or conditions associated 
with, the purchase, license or use of any product, device, method, 
patent, intellectual property, or technology that uses or is used in 
conjunction with, or claims, covers, embodies or incorporates in 
~hole or in part the use of, a laser to perform any medical procedure, 
including but not limited to ophthalmic surgery; or 

(2) To establish, require, charge, collector pay any Per-Procedure 
Fee; 

B. (1) To restrict the right or ability of respondent or Summit to 
sell or license any product, device, method, patent, intellectual 
property, or technology that uses or is used in conjunction with, or 
claims, covers, embodies or incorporates in whole or in part the use 
of, a laser to perform any medical procedure, including but not 
limited to ophthalmic surgery; or 

(2) To grant respondent or Summit the right or ability to prevent 
the sale or license by respondent or Summit of any product, device, 
method, patent, intellectual property, or technology that uses or is 
used in conjunction with, or claims, covers, embodies or incorporates 
in whole or in part the use of, a laser to perform any medical 
procedure, including but not limited to ophthalmic surgery. 

Provided, hqwever, that nothing in this order shall prevent respondent 
from ent~ring into or maintaining any contract, agreement, 
understanding,j oint venture,. pool, partnership, cross-license or other 
combination with Summit with respect to patents other than PPP 
Patents, if respondent notifies the Commission in writing at least 
forty-five ( 45) days prior to entering into, forming or participating in 
such contract, agreement, understanding, joint venture, pool, partner­
ship, cross-license or other combination. Such notification shall 
include ( 1) a description of the patent or patents subJect to or affected 
by the contract, agreement, understanding, joint venture, pool,· 
partnership, cross-license or other combination, including a copy of 

~-- -------- -- - ... -·----
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each such patent, and (2) a copy of the document or documents that 
memorialize all of the terms and conditions of the contract, 
agreement, understanding, joint venture, pool, partnership, cross­
license or other combination, unless such document or documents do 
not exist at the time ofthe notification, in which case respondent shall 
include a summary of the terms and conditions. 

III. 

It is further ordered, That respondent shall, no later than twenty 
(20) days from the date this order becomes final , license to Summit 
the patents that respondent contributed to, or agreed to.contribute to, 
PPP, including but not limited to all patents listed in Schedule B of 
this order, and any divisions, reissues, re-examinations, continuations, 
continuations in part, renewals, extensions and additions thereof. 
Such license(s) shall be royalty-free and non-exclusive as set forth in 
the Settlement and Dissolution Agreement. 

IV. 

It is further ordered, That respondent shall take no action 
inconsistent with the dissolution ofPPP or the disposition ofthe PPP 
Patents as set forth in the Settlement and Dissolution Agreement. 
Consistent with the Settlement and Dissolution Agreement, PPP may 
wind up its affairs, defend or settle litigation in which it is or becomes 
a defendant and complete the defense of any such litigation. 

v. 
It is further ordered, That: 

A. Within sixty (60) days after the date this order becomes final, 
respondent shall distribute by first-class mail a copy of this order (not 
including Appendix I) and the complaint to any person that requested 
a license to use any of the PPP Patents in the manufacture, assembly 
or sale ofPRK equipment since June 3, 1992. 

B. (1) Respondent shall allow any person ("Customer") with 
which respondent entered into any agreement that includes an 
obligation to pay a Per-Proc~dure Fee to license any of the PPP 
Patents ("Agreement Containing License") between June~, 1992 and 
June 5, 1998, to stop using the laser system covere.d by the 
Agreement Containing License, without any penalty or continuing 
obligation to respondent under the Agreement Containing License or 

- - - --- --·--·· -·- -
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any other agreement with respondent, other than obligations already 
incurred for goods, assets or services previously provided by 
respondent, including any installment purchase· or lease payments 
under any exist~ng agreement for the purchase or lease of a laser 
system sold or leased by respondent. 

(2) Provided, however, that any further use or disposition of the 
laser system shall continue to be governed by the Agreement Containing 
License and any other agreements relating to the use of the laser system, 
unless the Agreement Containing License or any other agreements are 
modified by mutual agreement of the Customer and respondent. 

(3) Provided further that nothing in this paragraph V.B. shall be 
interpreted to prevent respondent from seeking any remedy against a 
Customer that continues to use any intellectual property, good, asset 
or service that was the subject of the Agreement Containing License 
or any other agreements relating to the use ofthe laser system without 
comp~ying with such agreement. 

( 4) Within twenty (20) days after the date this order becomes 
final, respondent shall distribute by first-class mail a copy of this 
order (not including Appendix I), the complaint, and a letter 
containing tpe following statement to any person to which respondent 
then licenses any of the PPP Patents under an Agreement Containing 
License that was entered between June 3, 1992 and June 5, 1998: 

VISX and Summit have agreed to dissolve the Pillar Point Partners 
arrangement and have agreed with the FTC to an Order concerning Pillar Point 
Partners. The Order, among other things, prohibits VISX from agreeing with 
Summit on a Per-Procedure Fee. 

You have entered into an agreement with VISX to license one or more of the 
Pillar Point Partners Patents (the "Agreement Containing License"). Under the 
Order with the FTC, VISX is obliged to give you the opportunity to stop using the 
laser system covered by the Agreement Containing License; without any penalty 
or continuing obligation to VISX under the Agreement Containing License or any 
other agreement with VISX, except as provided below. 

Please note that the Order does not affect obligations you have already 
incurred for goods, assets or services previously provided by VISX, including any 
installment purchase or lease payments under any existing agreement for the 
purchase or lease of a laser system sold or leased to you by VISX. . 

Please note further that any further use or disposition of the laser system by 
you shall continue to be governed by the Agreement Containing License and any 
other agreements relating to the use of the laser system, unless the Agreement 
Containing License or any other agreements are modified by mutual agreement 
between you and VISX. 
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( 5) Respondent shall refrain from taking any action to prevent or 
impede: 

(a) Any person covered by paragraph V.B.(l) of this order from 
entering or attempting to enter into an agreement for the purchase, 
sale, license, use, lease, option, or other disposition of any product 
manufactured or assembled for use in PRK; or 

(b) Any person from- exercising any right it may have under 
paragraph V.B. of this order. 

VI. 

It is further ordered, That: 

A. For a period of ten (10) years after the date this order 
becomes final, respondent shall distribute by first-class mail a copy 
of this order (not including Appendix I) and the complaint in this 
matter to any person that requests a license of any of respondent's 
PPP Patents. 

B. Respondent shall file within sixty (60) days after-the date this 
order becomes final, annually thereafter for ten ( 1 0) years on the 
anniversary of the date this order became final, and at such other 
times as the Commission may require, a verified written report setting 
forth in detail the manner and form in which it has complied and is 
complying with the order. 

C. Respondent shall notify the Commission at least thirty (30) 
days prior to any proposed change in its structure, such as dissolution, 
assignment, sale resulting in the emergence of a successor corpora­
tion, or the creation or dissolution of subsidiaries or any other change 
that may affect compliance obligations arising out of the order. 

D. For a period often (10) years after the date this order becomes 
final, respondent shall notify the Commission in writing forty-five 
( 45) days prior to forming or participating in the formation of, or 
joining or participating in, any exclusive patent licensing arrange­
ments, patent pool arrangements, partnerships or joint ventures if the 
arrangement, partnership or joint venture (1) involves United States 
patents that relate to the use, manufacture, marketing or sale ofPRK 
equipment; and (2) includes any person engaged in the research, 
development, marketing or sale ofPRK equipment. Such notification 
shall include a copy of the document or documents that memorialize 
all of the terms and conditions of the licensing arrangements, patent 



--I 

I 

VISX, INC. 243 

236 Decision and Order 

pool arrangements, partnerships or joint ventures, unless such 
document or documents do not exist at the time of the notification, in 
which case respondent shall include a summary of the terms and 
conditions. 

E. For the purpose of determining or securing compliance with 
this order, respondent shall permit any duly authorized representative 
of the Commission: (1) access, during office hours and in the 
presence of counsel, to all facilities and access to inspect and copy all 
books, ledgers, accounts, correspondence, memoranda, calendars, and 
other records and documents in the possession or under the control of 
respondent relating to. any matters contained in this order; and (2) 
upon five business days' notice to respondent, and without restraint 

· or interference from it, to interview officers, directors, or employees 
of respondent in the presence of counsel representing said officers, 
directors or employees. 

VII. 

It is further ordered, That this order will terminate upon the 
expiration of the last to expire of the PPP Patents. 

-

SCHEDULE A 
SUMMIT ppp PATENTS 

PATENT NUMBER 

4,856,513 

4, 941 , 093 

4,973,330 

4. 994, 058 

5, 019, 074 

5, 423, 801 

5,324,281 
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SCHEDULEB 

VISX PPP PATENTS 

PATENT NUMBER 

4,665,913-

4,669,466 

4, 718, 418 

4, 721,379 

4, 729,372 

4, 732, 148 

4, 770, 172 

4, 773,414 

4, 798,204 

4,903,695 

4,911,711 

5,108, 388 

5,163,934 

5, 188,631 

5,207,668 

5,219,343 

5,219,344 

5,312,320 

5,711,762 

\ 

127 F.T.C. 
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Appendix I 

SE1TLEMENT ~ DlSSOLUTlON AGREEMENT 

. This Settlement and Dissolution Agreement is made and entered into this 4th day of June, 
1998 (the .. Effective Dare"), between and among Summit Technology, Inc., a corporation 
Ofianizcd under the laws of the Commonwealth of Massadluseru lSummitj, Swnmit Partner, 
[nc., a corponstion orpnill:d under the la-ws of the State of Delaware ("SPI"), VISX, Incorporated. 
a corporation organized under the laws of the Stale of Delaware ("VVSXj, VlSX Partner, Inc.. a 
coq>eration organized Wider the laws of the Stllte of Ddaware ("VPI") and Pi !Jar Point Partners, a 
Del~ware genml partnership whose general partDers are SP[ and VPI \Pillar Point"). · 

WITNESSETH: 

WHEREAS, Summit and VISX caused Pillar Point to be fanned in 1992 to ·R:solvc certain 
patent disputes and, in connection 1hercwith, cnt.c::ro:1 into a formation Agreement dated JUDe 3, 
1992(''Formation Ag:rec:ment") and caused their ~SPI and VPI to enter into a Partna:ship 
Agrecnent of even date ("Partnership Agn:cmentj; and 

. WHEREAS, in accOtda= with the provisions of the Formation Agreement and the 
Partnership Agreement, Summit and VISX. through SPI and VPf, each caused to be eonttibuted to 
Pillar Point the exclusive licensing rights in and to certain of their patents containing claims 
covering methods and apparatus for pcrfonn.ing ullraviolct laser corru:a.l surgay in the U!litcd 
States and agreed sutomarlcally to contribute to Pillar Point similar rights in any sub$oqucntly 
issued patents under any U.S. patent application having a filing or priority date in whole or in part 
occurring on or before June 3, 1993, as well a.s rights in certain Precluding Patents (as defined in 
the F onnatioa Agn=mcnt); and · 

WHEREAS, Summit and VlSX each entu1::d into License Back Agrecmc:ats with Pillar 
Point ("License Back Agreemans"), pursuant to which Pillar Point gnuucd to each a no~lusivc 
license to the Pillar Point patc:Dts (the Liccase Back, Formation and PUtnership Agrc:cmclts, 
together with all amendments thereto and the c:ollilteal documentation executed and delivered in 
con=tioo therewith, are hcrcinaftcr collectively rcfcred to a.s the "Pillar Point Agr=m.cnt:sj; and 

WHEREAS, on June 17, 1997, Summit and VISX cntm:d into a settlement agrccmcat (the 
"Az.cma Sctt!Cmexrl ~. pursuanl to which the parties resolved a:r:tain patent disputes, 
released various claims, cross l.iccosed certain of each athc.r's foreign patalts, eovmantcd not to sue 
each other for patcn1 infringement. and cauxd the cx.clusivc liccnsillg eights to Summit's United 
States A21:ma Patents (as defined in the ,Azcna Sculem.cnt Apcmcot) to be c:o.11tributed to Pillar 
Point; and 

WHEREAS, Pillar Point, Summit and VISX are involved in numerous disputes between 
and amoag themselves and with third pcrtie:s rdsting 10 Pillar Point; and 

WHEREAS, Summit and VlSX desire to reach a final and complete settlement of aU 
claims, disputes and lawsuiu ~ them., dissolve Pillar Point, aoss lia:ase patents and 
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exchange genml releases, all in accordance with the terms and conditions of .:his Settlement and 
Dissolution Aarecment; 

NOW, THEREFORE, in consideration of the paymeats. releases, licenses. coven.ants and 
undcrta1dngs hcrcinaftcr set forth, Pillar Point, Summit aud VISX aaree u follows: 

AGR.EEMENT: 

1. Affiliates. For purposes of this Settlement ud Dissolution Agreement, tbe teen 
"Affiliate" means (a) any corpontion, entity or person that DOW or in the future owns or ICqUires at 
least 85% of the shares entitled to voll: of Summit or VlSX or that olherwi.se acquires Summit or 
VISX by .merger, consolidation. or acquisition of subswnially all of the assets of Swnmit or VISX 
or (b) any corpor.ation, entity or penon with respect to whic:h, IIOW or in the future. Summit or 
VISX owns or acquires at least 85% of the shares ~ed to VOII: of such c:mpOr.non, c:ntity or 
~n or that is otherwise acquired by Summit or VISX by ~cr. consolidation or tequisiti.on of 
subs1Bntially all of the assets of such oorpontion, person or entity. Uodcr DO c:ircummnccs sballa 
cooperative venture (u defined at Section 11, below) be d.cemed to qualify a 1hiJd puty as an 
Affiliate of VISX or Sutmlljt, ~ compl.ianc.e with tbe specific provisions of this Section 1. . 
Hc:rcinafter, references to Summit and VISX in this Scalemem and Dissolution Agreement 
(mcluding, for ~le. refa1:nccs tiJ cross licenses gr1111ted bet'NCCI1 Summit and VISX) sball be 
dccmcd to include their respective Affiliares. 

2. ~- (a) For pwposcs of this Settlemau md Dissolution .Agreement. the term 
"Summit Patents" means all U.S .. and foreign patems issued to Summit or in which Summit in the 
future ~ an ownership interest or the right to license others to practice the art embodied in 
the pat.cnt. and which relate to a method or apparatus for lasc:r ablation of oomeid tissue. (b) For 
purposes of this Settlemellt and Dissolution Agreematt. tbe tenD "'VISX Patents" means all U.S. 
and foreign patents issued to VISX or in which VISX in the future at:quircs an ownership interest or 
the right to lio:nse othefs to pr.actia: the an embodied in tbe parent. and which relate to a metbod or 
appararus for laser ablation of comeal tissue. Without limitation. the Summit Patents and the VlSX 
Paten!S include all of the Patents included or includable in Pillar Poiut by virtue of the Pillar Point 
Agreements. 

3. ~ In ooasidt:ruion for the settlement oflitigldion aad releases described in 
Sections 8, 121Dd 1.4, below, within <me (1) busiDess day of the Efm:tive Dale, VISX sbal1 make a 
single lump sum cash ~ to Summit in the amocmt of lhirty-F~ Million Dollaa 
(S35,000,000), in &ood. immediately available fimds, wired to the foUowina ICCCUDt: BcnkRostDQ, 
Acoouat fSS1~9. ABA #Ol1Q00390. 100 Fedaal Stx=. Bostoa. Massachusetts 02110 (or 
such otbe: ICI:OUDt u Summit may direct). In the e\ICil VISX &ils to timely make the payma11 . 
described in this Sedion 3, Summit sbal1 11m the option of eitbe:r (i) ll:rmiliatinc Ibis Agrecme:nt 
and treatin& it as null aud void or (ri) treating the ~ u effi:dive md suiDg VISX in the 
United Sta~~:s Dima Coun fur tbc Disuic:t of M«sacJpnc:n.:s or my other a:~un of compet=t 
jurisdiction fur lm:adl of coatnlct and/or to specificallY CDf'ora: VISX's paymeot md otbcr 
obligations hereunder. In the eveat of such sui~ VlSX (i) COIIJCUtS CD the jurisdiction and venue 

2 
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selected by Summit l!1d (ii) shall be liable for all of Summit's cost3 of suit, including attorneys' 
f=s. 

. 4. Royalty-F~ License to VISX. Pillar Point bc:rl:by grants to VISX-an irrevocable, 
perpetual, non-exclusive, noa-ttansfetable, fully paid up license un4et the StmlJlljt Patents to maJce. 
have made, use, offer to sell, sell. lease and otherwise dispose of products ·that come within the 
claims of the Summit Patents. whether directly or indirectly through distribulorn or other resdJers. 
and to perform and sublicense others to perform proa:durcs using those products or which are 
covered by method claims of the Summit Patents, in the United States. 

5. Royalty-F~ License to Summit. Pillar Point hereby grants to Summit an 
izrevocable, perpetual. non-excl~ve, non-tranSfc:able, fully paid up license under the VISX 
·Patents. to maJce, have made, use, offer to seU, sell, lease and otherwise dispose o.f produds that 
come within the claims of the VISX Patents, whether directly or iDdirectly through ·distributors or 
other rescUers, and to perform and sublicense others to pcrl"orm_procedurcs using those products or 
which are covered by method claims of the VISX Pateats, iB the United Stw:s.. 

6. Dissolution of Pillar Point ~ve immediately following the gillll1 of the 
licC-oses descnDed in Sections 4 and S, above \Pilyment De.tcj, Pi1lat Point is hereby dissolved. 
and, subject onl'i-t!) the terms of this Agreement, the Pillar Point Agreements are tennina1ed aad all 
rights to license, prosecute, defend and otherwi.sc: deal in and with the VlSX Palalts shall revert 
bade to VlSX or its designee (subject to, among other tcnm of this Aircemcnt. the tams of Section 
5, above), .and all rights to license. prosecute, defend and otherwise deal in and with the Summit 
Patents shall revert back to Summit or its designee {subject to, among other terms of this 
A~ment, the tcrms of Section 4, above). From llDd after the Payment Dllte, neither Summit nor 
VISX shall have any further payment or other obligerion to Pill8r Point in respect of equipment 
royalties, procedure royalties, or otherwise. 

7. WUlding Up llDd Termination of Pillar PoiJit. Notwithstao.dins the provisions of 
Section 6, above. Pillar Point sbllll remain in existmce after the Payment De: for the sole purpose 
of winding up its affiWs, d.:fcndin& or set;i.ing remaining litigatiou. in which it is or ~mes a 
defendant and/or completing the ddi::nse of llDY such litigation. Except as· specifically set forth 
below, liability for costs and c:xpcnses. incumd by Pillllr Point prior to dissolution, and for ongoing 
expenses of Pillllr Point incurrcc1 in conncctioa with the wiuding up activities desaibcd above, shall 
be alloca.tCd 60% to VISX aod 40% to Summit Rights to remaining Pillar Point assets. includmg 
c;asb. cle.ims epinst third parties (sw:h as pstmt inftingcment) IIJd receivables held by Pillar Point 
which accrued prior to tbc Paymcut Date or which otherwise remain in Pillar Point after winding 
up. shall be allocau:d 60% to VISX and 40% to Summit. Until !hi:: Payment o.te, the License Bade 
Agreemcms will =Wn in fcm:e ll!d tbe pcties will remain liable for royalties to Pillar Point 
accruing prior thereto, provided tliB1 each pcty may calculate royalties using the same assumptions 
and comract intcrpmations as ~ used in the immediately prior molllb. 

l 
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8. (~ LIABILITIEs) 

9. VISX Cross Liceme. Summit hereby grants to VISX aa irrcwcable. perpetual. 
worldwide, oon-exclusive, ~le. fully J*d up lic:cusc under the Summit Pateats, and 
aay divisions, reissues, re-nmimrioas. coarinncriom. comizwatiocs in pat. renewah, extensions 
aad additions thereto, to make. h&vc made, use. offer to sell. seD. import. lease and odtctwise 
dispose of produco that come within the claims of the Summit ~ wbdber dim:tly or 
indin:cdy through distri~ or otlu:r n=llcrs. aad to perfuan aad sublicense OChers to perform 
procedwa usiJI& those products or which ~ ccm:red by mcdlod claims of the Summit Patents. As 
used' herein, 1M term "non-transferable" is oot intc:Dded _to alter or diminish the parties' ina:ntioa 
that their prex:at or future Affi1iarcs sball enjoy the benefits of the cross liceascs de$aibcd in this 
Agreement without necessity offurtlu:r .aion (subject to Sectioo 11 below). 

10. Summit Cross Licc:sise. VISX hereby gnoU to Summit 111 im:wcable. ~ 
worldwide, noHxdusM:, ~ fully paid up liccDsc UDder the VlSX Pati:IIB aad auy 
divisions, mssues, re-examiD.Itiam cmttinnatjoas, coorin••rious in pet. rmewals, cxtcmioas ll1d 
additions ~ to mak.e, ~vc made, usc. offer to sell. sell. import. lease mi otherwise dispose of 
products ~ come within the claims of the VISX Pm:a1s, wbcdlcr directly or iDd.irec:tly through 
distributors or other te:sdlcrs. aad to pcrfotm md subliccnJc others to pcrimn procedures u.sipg 
those products or which an: cowrcd by method daims of tbe VlSX Plll:n&S. As used herein. the 
term "non-tmnsf=ablc" is not intended to alter or diminish thc panics' iml::ation dw their pre3ent or 
futun: Affiliates shall enjoy the beDdiu of !he cross licenses dc3cnbed in this ~ent without 
necessity of further action (subject to Section 11 below). 

11. [SUPP~·~<TATI<:ri OF PAP~JI.P!!S 1, 9 and 10] 

1 



236 

V~SX, INC. 249 

Decision and Order 

APPENDIX I 

· 12. Disri:Ussa1 ofLitiption. Within five (5) days of the Effective Date, Summit. VISX 
and Pillar Point shall cause all of the Summit/VISX Litigation (as ben:ina1\er defined) to be 
dismissed with prejudice, with each party-to bear its own costs and attorneys' tees. A3 used ben:in, 
"SummitNISX Litigation" meacs VISX Partner, Inc. v. Summit Partner, Inc.,~ CW. County 
Superior Cowt. Case No. CV mOS1; VISX, l.ac:orponted v. Pillar Point Pannm, et al.; Santa 
Clan County Superior Court, Case No. n0042; and VlSX Pamer, Inc., on behalf Pillar Poiat 

· Par1nc:rs, United States District Court, District Of Mwachuscus, Case No. ~ 11739-PBS. The 
term •swnmi.t/VISX Litigation• includes all counterclaims., cross-claims and the like asserted in the 
foregoing actiODS. 

13. Release by VISX. Except for Claims (as defined in this Paragraph 13) for br=.ch of 
this Settlement and Dissolution Agreemmt. VPI, VISX. end Pillar Poillt, on behalf of thanselves 
and their respecti-ve officers. directors, employees, repre:KZ~tatives, predecessors, successors. aaem:s. 
assigns and llttol'DeyS (together, tbe "VVSX R.eleasors"). do hereby fom"Ct release 3J!d ~e 
SP[, Summit. and their n:spcctive offices, d.ircctors, employees. ~tatives, predccwors, 
successors. agents, assigns and attorneys (toaether. tbe. "S.W!Uftit Releascesj, from aay md all 
actions, eauses of action, suits, debts, sums of moaey • .ccount:s, rcclconings. bonds, bills, coatractS, 
coa.ttoversies, agreemeats. promises, damages, judgments. awa.rth, executions, claims and demands 
whatsoeve-r, including without limitlltioa costs and attomcys' fca. in~. admiralty or equity, or IS 

a result of any arbitration, whether kno~ or unknown to any of tbe VlSX Rcleason (co&ctivdy, 
"Claims"). wbicb the VISX R.eleasors, or any of then. C\la" bad. ·DDW baYe or~ em, sba1J. or 
may have, whether in their own right or by assipmcm. transfer or grmt from my otbcr petma, 
upon or by reason of my matter, cause IX thin& wbaaoc:va", &om the begianiDg of the world to the 
Effective Dare, including. but DDt limited to, my Claims rdal:ing directly or iadirc:ct1y to Pillilr 
Point and the Pill£ Poiat A~ (U1Cluding royalties and pa)'mcnts alleged to be due aad 
owing thereunder), unfair trade ~ccs, false or misleading advertising claims or otherwise. 

14. Release by S~ Except for (i) the possible claims relating to the Trokei Patents 
described in Section S{llXvi), above, below and in the Tolling Agreement. and (li) Claims (as 
defined in this Paragraph 14) for brau:h of this Seulcmcat and Dissolution Agrecmcat. J»illar Poim, 
SPI. Summit. and Suznmit's Affiliar.es, on behalf of themselves and their respective offic:en. 
directors. employees, ~ves, predeoessors, successors, agents, assigns and suomeys 
(together, tbe "SWIUilit Releasors'}. c:Jfcdive on the Payment Date do bereby forever release and 
discharge VPI, vlsx.md ·VISX's .A1!iiiatcs, and their rcspcc;tive offices, directors, employees. 
~rescntitives, pred.eocssors, successors, qents, assigns md attorneys (together, tbe "VVSX 
Releascesj from my ·md all actioas, causes of ectioo, suits, debts, sums of money, ICICOUDts. 
reckonings, bonds, bills, coouacts, connoversics, agrecmerus, promises, damages, judgmeats, · 
awazds, executioos, c:laims ad dcmauds ~er. iDcludiDg without limitation costs md 
attorneys' fees, in law, &dmizahy or equity~ or IS a zesult of~ ubitratioa, whether lcDown or 
unknown to my of die Summit Rdcasars (coUectiwly, "Ckims"). which the Summit Relcaoa, IX 

any of them, eva- had, now have IX hcralfter can, shall. or may have, wb.ctba- ill their own rieht or 
by ~c:ot, tnmsfer or grmt from aay ather penon, upon or by n:ason en any DWII:r, c:ause or 
thing whatsoever, &om the bcgianiag of the world to the Effr:ctiw Date, includio& but DDt limited 

• • 
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to, any Claims relating directly or in.directly to Pillar Point and the Pillar Point Agreements 
(mcluding royalties and payments alleged to be due and owing thereunder or Claims of W11Jngful 
dis.solution thereof). 

1 S. Covenants Not to Sue. (a) Summit hereby co~ never to sue or threaten to sue 
VISX or VISX's distributots, customcs, or ux:rs and never to malie any claim whatsoever against 
VISX or VISX's distributors, ~en or uses anywbere in the vrorld. for my alleged 
infringement of any patent (whenever issued) which n:lales to a mdhod or appararus for laser 
ablation of corneal tissue. or for my alleged infringement of any patent owned by Summit as of the 
Effective Dale and which relates to reftil:tive com:clioo of the eye, 011 !he basis of the DWiufilaure, 
use, offer to seU, sale, sublicense to customers or usm.. lease or other disposition of products that 
come within lbc claims of sw:h parents;. (b) VISX hereby covecants never to sue or threalen to sue 
Summit or Summit's distributors, custamt!rS, or usen and Dever to make any cll:im whatsoever 
against Summit or Summit's distri'butots or customers, 111f"ilcre in the world, ior any alleged 
infrinietncnt of any patent (wbcnever issued) which relates ~ a method or ~ for laser 
abliltion of corneal tissue; or for my alleged infringemcui of any patcnl owned by VISX u of the 
Effective Date and which relates to refractive correction of the eye, oa the basis of the manufacture, 
use, offer to sell, sale, sublicense to CtJStomers or usas, lease or other disposition of product3 that 
come within the daims of sw:h patentS. 

, 16. Admissibility. Noching in this Settlement and Dissolution ~= shall be 
constnJed as an admission by any peny of any liability of my kind to tbc other p!ll'ty. This 
Settlement and Dissolution Agr=ment shall act be admissible u evidence qainst any party bema 
or its Affiliates in any procetding other than in a proceeding to enfoete m obliption of a party 
hereunder or as proof oftbe dissolution of Pillar Point. 

17. Notices. Any notice given pursuant to this Settlement a.ad Dissolution Agm:meot 
shall be in writing and, except as otherwise expressly provided herein. sh.al.1 be deemed to have 
been duly delivered if delivc:mi in person or by c:etti.fied or registered or overnight express mail, 
postage and maiJ.inc expense prepaid, or by facsimile transmission with bard copy to foUow by 
regular mail. a.ad, if given or rendered to Summit or its Affiliates addressed to: 

Summit TcchDOiogy,IDc. 
21 Hidcory Drive 
Waltham, Massachusetts 021 54 
Att.cntiou: ChicfExecutive Officer 

or i(given or rendered to VISX or its Affi!iiii!S ad.dressed to: 

VISX. lncoLpOrmxl 
3400 Cc:nttal Expressway 
Santa a..r., C4lifurnia 9SOSl 
Attention: Chief Executive Officer 

. ' 
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Either party may specify a diffcmtt ad~ by notifYini the other in writing of such diffcmt 
address. 

18. ~ility. If my provision of this Settlement and Dissolution Agrecmcnc, or the 
application of such provision tD any person or c:ircumstana:, shall be held to be invalid or 
unenforceable, the remainder of this Sealemmtllld. Dissolution ~t, or the application of 
such provision to such persoos or ~ ocbcr Ibm thole 10 which it is bdd invalid or 
uaeaforc:cable, shall DOt be 11fec::ed dladly, provided 1b.f such invalid or uncnfon:ciable provisions 
shall be replaced by valid and enforo:able proyisions which will ~ as far u possible the 
economic and business inteatioas oftbc Parties 10 this Seulemmt IDd Dissolution Aareemenl 

19. Summit Acknowledgment. SUDllDi! hereby wmmts and~ that (a) it has 
read and understood the terms of this Settlement and Dissolution Agreement; (b) it h!ts the full riaht 
and authority (i) to enter intD this Settleme:at IDd Dissolutioa Aerccment. (ii) 10 anm tbc tic:cuses. 
releases, covenants and undertakings recited hcn:in 011 its own ~f aDd 011 behalf of ac:h Summit 

. Affili*. md (Iii) 10 Cl;ller into the agr=mczzts receMci· herein 011 its own behalf IDd oa behalf' of 
each Summit Affiliate; and (c) there~ DO outstanding qrecmc:ats, assipnents. or cncumbrm:cs 
inconsistc:Dt wid! tbc provisions set forth in this Seulcmcm aad Dissolution ~ 

20. VISX Acknowledsmc!l!. VISX mby wamms and represents that (a) it has tad 
and UDdc:rstood till= 1lcrmS of this Settlcmmt md Dissolution ~ (b) it bas the full right md 
au1hority (i) to cuter into 1his Sealc:mcut IDd Dissoluti011 ~ (u) 10 pm the liccases. 
releases. coveD~U~tS llld. UDdcnaJcinp rcciu:d bcmn. aa its own behalf md on bebalf of each VISX 
Afliliale, md (w) tD cn=r into the qrccmmts rccill:d bcreiu on its own behalf aad on behalf of 
each VISX Af!iliat1:; and (c) there an: DO outstanding qreetDeDts. assignmeats, or eiu:umbrana:s 
inconsistent with tbe provisions set forth in this Settlement llld. Dissolution Agreement. 

21. Inteptio!L Except IS otherwise specifieally set forth herein. this Settlemcll and 
Dissolurion Agreement. together with its Exhibits, ~ts the cmite agreement and 
UIJdcmanding bcrween md among tbe parties bcmo wUh respect tD the subject matter berl:of and 
su~es any and all prior or coatmJpCXmCOus discussions, agreements and tmderstandillgs 
relariag thereto. Specifieally, except IS otherwise expressly provided hcein. each of the fuUowing 
agreements is expressly lll:nninmd and ~ u of tbe Effi:dive 'Date by openlion of this 
Settlement aud Dissolut:iou Agreemcut. 

Forin.lliocl Apemmt dad JUDe 3, 1992 m10111 
VISX. Summit. vPI,IIId. SPI 

Genc:ra1 PartDI::nbip Agreemcar. daled I~me 3, 1992, between SPl 
andVPI . 

Lia:n.se-back to Summit~ dated June 3, 1992 

License-back to VISX Agrecmcm dat.cd June 3, 1992 

10 
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. Contribution Agr=nent between SPI md Pillar 
Point dated June 3, 1992 

Contribution Agreement between VPl and Pillar Point dated 
June 3,1992 

127 F.T.C. 

The following sections of the A2l:ma Settlement ~ 4 
(DefinitiQn of A1'fi!We); 9(b) (License to VlSX); lO(b) (License to 
Summit); ll(a) ind 12(a) (COvenants Not to Sue); and 24 
(Integration). · · 

Tolling Agreement dated February 12, 1998, between Summit and 
VISX 

It is the intent of the parties that the Joiut De~ ~t &mODi them relatini to tbe 
Third Party Litigation shall survive execution of this Settlement Agreement. This Seafemcnt and 
Dissolution Agreement may DOt be varied or modified other than by a writing executed on bc:hal(of 
each of tbe · pirties hereto. Wtth the exception of transfers of ri&hts to pn:sent or future A1lilim:s 
(which occurs without necessity offiutbcr action), aeitbcr VlSX u.or Summit shallassigD. transfi:r, 
or delegate any Of it3 rights. duties and obliplioas UD.der this Settlemem and Dissolution 
A~em without the express writtc11 conscut of the other party, which coascnt shall aot be 
unreasoaably withheld. 

22. Strict Performance. The fail~ by any party to insist upon the strict performance of 
any covaw1t. duty, agm:mcnt or condition of this Settlement and Dissolution Agreemctt or to 
exercise any right or remedy .cciasequent upon a br=.ch thereof shall not constitute waiva- of any 
such breach or any other covenant. duty, agreement or condition. 

23. · Indernnificatioa. Each of Summit md VISX (fo~ purposes of this Puagmph 23, 
each a "Liccoscc") shall indemnify, defeud and bold bam.less the other party and its successors and 
assigns (for purposes of this Paragraph 23, each a "Lic::cnsar") from md ap.inst any loss. damage. 
cost or expense of whatsoever ldnd or narurc (tncluding reasonable lttDdleys' fees and profcssiooal 
expenses) incurred by the Licensor by reason of my product liability claim lrisiDg out of the 
man~ usc, sale, lease, l.i.ceme or olha disposition of products mmufacturcd or m.aketed by 
Licensa: or my I..icemce Aftillall: or my distn'burar of Licensee or Ill)' Liccasee Affiliate md 
lic:enscd hereunder. J'bc futqoing incfcmnjfiCifion md 'qrecuieut to defeud md hold harmless 
shall .include. without limitmion, my cost or expense jncumd or to be ~ by the UcensOt or 
any Lia::nsor Af5.liate by reason of its having been or beiDa made a party or beiq ~ to be 
made a party to Ill)' ~ pen.dina ar compl=citctioa, suit ot procCcdina., wbedx:r c:iviJ. 
crimiDal, administrative or in~ in conacction with my ICtUal or alleged act or omission In 
coDZICC!ion with any such ~ usc, Slle, 1eae. lia:mc or otbl:r disposition of products 
manuftctured or as:sembled by Liceasce or my Lic:msec A.flilistc or perfutmaQ.Ce of my proc:edun:s 
using those products. The forqoing indmmification aad qr=ncnt to defend and hold bmnless 

' .1 
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shall not extend to my acts or omissions by or on bdW! of the Li~r or its Affiliates in bad &ith 
or as a result of oegligenu. A party claiming indemnification shall not be entitled to 
indemnffication with ~ to any don ttl which it consented in writing or any claim as ttl which 
it did not give writta1 oodce to the party from which irvlemnificarion is sotJibt within ninety (90) 
days after having Reeived notice of such claim. IN NO EVENT SHALL EITHER PARTY BE 
LIABLE TO 1liE O'IliER FOR ANY INCIDENTAL. PUNmVE, SPECIAL OR 
CONSEQUENllAL DAMAGES. In tbc cvem any claim for jndc:rpnifiC'.IIrion eri.slcs from· a claim 
of a third puty, the party from wbom iDdcmnwcation !s soU&fit thaU bave the ·l'iiht to c!efeod 
against such third party claim and, in such cveut. lbc puty ~ indc:mnffi.;afioa sbaU cooperate 
with all rasouablc rcquc:sts in the dcfcasc thereof at the expense of the party from whom 
indemnification is sought. 

24. No Aseocy. Nothing in this Settlement ~cat shall be dccme4 to appoint or 
authome any party to act as an qent of the other party or to &.1SUIDi: or incur any liability or 
obligation in the name or on behalf of the other puty. 

25. ~ (a) VlSX shall affix to each product covered by one or~ of the Summit 
Patents that is sold. licensed. leased or otherwise dispcncd of after lbc Effi:ctive 0a= a label . 
reasonably rcqucstcd by Summit 1istina tbc applicable Summit Pmm(s). l'hc purpose oftbe label 
is to proVide DOCicc oftbc Summit Plleats ttl other pertics to csWJlish or support a claim by S~ 
againSt any sucfiOcber party of damqes due to infringemcat. Summit aad VISX agn:c that lliy 
such label will DOt be imroduced into evidence. produced. rdicd upon. or uted in my 1'4Y in any 
proc:ecding between Summit and VISX. ca:cpt in a proc:eeding rdar.ed to enfon:cmcat of the terms 
of this Sealeme:DI and Dissolution Agreement; (b) SUID!Dit shaD affix to each product covered by 
one or more of tbc VlSX PUcuts 1hat is $Old, licensed, leased .oc ocbcrwisc disposed of after the 
Effective Date a label re:asoaably rcqucstcd by VISX 1isQng the applicable VISX Patent(s). The 
purpose of the label is to provide notice oftbc VISX Patenss to other parties to establish or support 
a claim by VISX against any such ocher party of damages dw: to infiiniemeut. Summit and VISX 
ape that any such label will not be introduced into evidence. produCed, relied upoa. or used in my 
way in any prooccdiDi betw=n Summit IDd VISX. except in a proc:c:cdina rcll1ed ttl enfon:cmcut 
of the terms of this Seulemeat and Dissolution Agrccmmt. 

26. GoyaDinl Law. This Settlement and Dissolutioo ~t sbaJl be govemed by 
the laws of the SID: ofDelaw.re. The terms of this Seulemt:ut &Dd Dissoluri® Agreement may be 
enforced in my coUrt of c:owpdti11 jurisdictiOD. Both pcties b.c:rcby ackDowlcdse md cubmit to 
the jurisdidioll of tbe Federal District Court for tbe Dislrict of Delawan: to bear aod resolve my 
dispute ow:r tcms oftbc Sculemeot md Dissolution Apcmem. to protect and mfurce the pmics' 
rights hcrcuudcr., to n:ctify tbe coatzaa if acccswy, and to order specific pcrfurmancc, injuuction 
or Similar equitable rdict: 

27. Couutt:tpa!ts. This Settlezm:D1 and DissolutiOil ~may be cxec:uiCd in 
scpanm: coumaparu. each of wbicb shall be c:oasiaez1:d an origiml but all of which shall comti1ute 
one qrccracnL 

l2 
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28. Public Stafr:IDCI!tS. Summit aud VISX ape that !!either of them shall make wy· 
public statcncnts about chis-SeUlemcnt and Ois$olution Apemcnt or its terms, except ~ may be 
set forth ia.lhc joint pn:ss release ren:md to below or as required by applicable securities laws. 
VISX.aud Summit shall be permitted to disclose the tcaDs of this Seulcment md Dissolution 
Agrccmcm to the Fcdcnl Trade Commission, aod to my otha person or entity if ordered to do so 
by a court of compcu:ntjurisdiction. aod VISX and Summit sbal.l be permitted to issue a joint press 
release. after the EtfedM: 0*. anooUDcin( the fact that they-bave sculcd outstandinc disputes and 
agreed to dissolve Pillar Poiat Partners and the sm:ra1 tcms of the AaJ=nent. 

WHEREFORE. cbc parties-hereto, haviag becu duly awbo~- to do so, ha.Vt: caused this 
Settlement and Dissolution Agreemeot to be executed' as of the dm: tim above written. 

Pll..LAR POINT PARtNERS 

By: SUMMIT PARTNER. INC. 
ITS GENERAL P ARlNER. 

~i(~?,4:-
Tide: ChicfEm:utive Officer 

ll 

VISX.INCORPORATED 

:~~ 
Tide: Executive Vice PrcsidcDt 

Chief Opcming Of5a:r 

VISX PARmER. INC. 

8~~)>~ 
N e: · Davila 
Ttde: Vice President 

:~i.~ 
Title: Secretary 

PILLAR POINT PARTNERS 

By: VlSX PARTNER. INC. 
ITS GENERAL P AR1NER 

:~~~~ 
Tttlc: Vice President -
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Complaint 

IN THE MATTER·OF 

COLUMBIA RIVER PILOTS -

CONSENT ·ORDER, ETC., IN REGARD TO ALLEGED VIOLATION ;Of 
SEC. 5 OF THE FEDERAL TRADE COMMISSION ACT 

Docket C-3854. Complaint, March 1, 1999--Decision, March 1, 1999 

This consent ·order, among other things, .prohibits · Columbia River Pilots 
:("CGLRIP"), an association of marine pilots in Oregon, from imposing any 
.restrictions or .penalties on its members who leave the association to .compete with 
COLR1P, uriless the pilots ·have been members ofCOLRIP for :less than five years 
.or have failed to give COLRJP 90 days notice oftheir intention to leave. The 
consent ·order also prohibits the respondent from allocating .customers with any 
competing pilotage group, limiting any -competing pilotage group's size, .or 
restricting exclusive dealing contracts or rate proposals. In addition, the consent 
order requires the respondent to amend its constitution, bylaws and standard ·Of 
conduct to conform to the requirements of this order. · 

Participants 

For the Commission: Shane Woods, John Kirkwood, Robert 
Schroeder, ·Charles Harwood, Anne Schenof, Roberta Baruch, 
William Baer, Denis Breen and John Simpson. 

For the respondent: Kevin Davis, Portland, OR. 

COMPLAINT 

Pursuant to the provisions of the Federal Trade Commission Act~ 

as amended, 15 U.S.C. 41, et seq., and by virtue of the authodcy 
vested ·in it by said Act, the Federal-Trade ·Commission, having 
reason to believe that Columbia River Pilots (hereafter "respondent") 
has violated the :provisions of Section 5 .of the Federa1 Tracie 
Commission Act, and it appearing to the Commission that a 
proceeding -by it in respect thereof would be in the public interest, 
hereby issues this complaint, stating -its charges as follows: 

. . . 

·PARAGRAPH 1. For purposes of.this complaint, the following 
definitions shall apply: 

'(A) "Columbia and Wtllamette River Pilotage ·Ground" or "the 
-Grounds" is -one of the pilotage _grounds designated ·by the .State of 
Oregon, and refers specifically to ·the Columbia and Willamette 
Rivers and their tributaries from the lowermost dock or wharf at the 
Port of Astoria to the head of navigation. 


